Amendment dated: January 28, 2005 



Customer No.: 00909 



Application Serial No.: 09/251,480 

Attorney Docket No. 031792-0311576 (24122-402) 

In Response to Final Office Action mailed July 28, 2004 

REMARKS 

In response to the Office Action (Paper No. 29) mailed July 28, 2004 (hereinafter "Office 
Action"), claims 8-9, 11, 21-24, 33, 34, 41, 43-44, 48-50 have been amended, and claims 54-59 
have been newly added. No claims have been cancelled. Therefore, claims 1-59 are pending. 
Support for the instant amendments is provided throughout the as-filed Specification. Thus, no 
new matter has been added. In view of the foregoing amendments and following comments, 
allowance of all the claims pending in the application is respectfully requested. 

Information Disclosure Statement (I.D.S.) 

1. Information Disclosure Statements were submitted by Applicant on: (1) July 16, 
1999 ; (2) August 11. 1999 ; and (3) August 18, 1999 . To date, however, Applicant has not 
received a signed copy of the Form PTO-1449 for each of these submissions indicating that these 
Information Disclosure Statements were considered. Accordingly, Applicant respectfully 
requests that the Examiner provide a signed copy of the Form PTO-1449 for each of these 
submissions with the next Office Action. For the convenience of the Examiner, a copy of the 
I.D.S. submitted on July 16, 1999 is provided herewith as Exhibit A; a copy of the I.D.S. 
submitted on August 11, 1999 is provided herewith as Exhibit B; and a copy of the I.D.S. 
submitted on August 18, 1999 is provided herewith as Exhibit C. 

2. Applicant is submitting herewith a Supplemental I.D.S. Applicant respectfully 
requests that the Examiner consider the cited references and provide a signed copy of the Form 
PTO-1449 for this submission with the next Office Action. 

Specification 

The Examiner alleges that the title of the invention is not descriptive, and requests that a 
new title be submitted that is clearly indicative of the invention to which the claims are directed. 
See Office Action, pg. 2, %2. Although Applicant disagrees with the objection of the Examiner, 
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the title has been amended solely in an effort to expedite prosecution. As such, withdrawal of the 
objection is earnestly sought. 

Rejections Under 35 U.S.C. $102 

Claims 1-21 stand rejected under 35 U.S.C. § 102(e) as allegedly being anticipated by 
U.S. Patent No. 5,796,393 to MacNaughton et al ("MacNaughton"). See Office Action, pg. 3, 
|4. Applicant traverses the rejection of claims 1-21 for at least the reason that MacNaughton 
does not appear to disclose each of the elements of independent claims 1, 8, 1 1, 18, and 21. "A 
prior art reference anticipates a patent claim if the reference discloses, either expressly or 
inherently, all of the limitations of the claim." Metabolite Laboratories, Inc. v. Laboratory 
Corporation of America Holdings, 370 F.3d 1354, 1367 (Fed. Cir. 2004) (quoting EMI Group N. 
Am., Inc. v. Cypress Semiconductor Corp., 268 F.3d 1342, 1350 (Fed. Cir. 2001) (citation 
omitted)). 

Applicant's invention is generally directed to an incentive network that provides systems, 
apparatus, and methods for distributing incentives {e.g., awards, discounts, coupons, points, etc.) 
on a network- wide basis, and for permitting user access to incentives from various network 
servers. MacNaughton, by contrast, does not appear to even disclose incentives. In the Office 
Action, at pg. 7, f6, the Examiner practically acknowledges as much, conceding that 
MacNaughton does not specifically disclose using coupons, discounts, and awards. Rather, 
MacNaughton is directed to a Community Browser that allegedly enhances a user's on-line 
experience by enabling those with similar interests or shared circumstances to enjoy on-going 
social relations {see MacNaughton, e.g., col. 3, lines 8-10). In particular, MacNaughton discloses 
a community server (18) that interacts with a membership database (44) to determine if a user 
belongs to the community associated with the URL {see MacNaughton, e.g., col. 8, lines 10-12). 
If it is determined that the user belongs to a community, the user is given the opportunity to enter 
the community and access all information pertaining to the community {see MacNaughton, e.g., 
col. 8, lines 12-23). 

With regard to claims 1-21, MacNaughton does not appear to disclose at least : (1) 
transmitting or providing a first identifier and a network server identifier (NID) to an incentive 
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host server; (2) determining at the incentive host server available incentives using at least the first 
identifier and the NID, wherein the NID is used to identify available incentives associated with 
the NID; and (3) an incentive server database. For at least these reasons, the rejection of claims 
1-21 under 35 U.S.C. §102(e) is improper and should be withdrawn. 

A. MacNaughton fails to disclose transmitting or providing a first identifier and 
a network server identifier (NID) to an incentive host server. 

Independent claims 1, 8, and 11 each generally recite, inter alia, the feature of 
transmitting a first identifier and a network server identifier (NED) corresponding to an access 
request to an incentive host server. Independent claim 18 recites "transmitting a first identifier 
and a network server identifier (NID) to the incentive host server," and independent claim 21 
recites "providing identifying information including a first identifier and a network server 
identifier (NID) to the host server." MacNaughton does not appear to disclose these features. 

In the Office Action (at pgs. 3, 5, & 6-7), the Examiner sets forth several citations to 
MacNaughton that allegedly disclose these features. In particular, the Examiner relies on 
MacNaughton at: (1) Abstract; (2) FIGS. 1-2; (3) col. 3, line 8 - col. 4, line 32; (4) col. 5, line 13 

- col. 6, line 24; (5) col. 9, lines 1-41; (6) col. 8, line 10 - col. 10, line 67; and (7) col. 11, line 13 

- col. 12, line 41. Applicant disagrees. 

At best, MacNaughton appears to disclose that a user may belong to multiple 
communities having particular capabilities, and that each community is identified by a text name 
and an identification number, and has an associated port number through which a connection 
may be established with a specific community server. MacNaughton further discloses that each 
interaction between a Community Client and Community Server is identified by a "Capability 
Id" number, and that these numbers represent specific features, functions, or community 
capabilities that may be offered to the user. See MacNaughton, e.g., col. 9, lines 1-41 . 

The community server (18) in MacNaughton is not an incentive host server as disclosed 
and claimed by Applicant. Moreover, identifying each interaction between a Community Client 
and Community Server by a "Capability Id" number in MacNaughton does not appear to 
constitute a transmission of a first identifier and a network server identifier (NID) to an incentive 
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host server (as disclosed and claimed by Applicant in independent claims 1,8, 11, and 18), or to 
a host server as recited in independent claim 21. Further, MacNaughton does not disclose 
transmitting a first identifier and a network server identifier (NID) corresponding to an access 
request to an incentive host server, as claimed by Applicant in independent claims 1, 8, and 11. 

For at least this reason, the rejection of independent claims 1, 8, 11, 18, and 21 under 35 
U.S.C. § 102(e) is improper and should be withdrawn. If the rejection is maintained, Applicant 
requests that the Examiner identify the specific portions of MacNaughton that disclose each of 
the first identifier, the network server identifier (NID), the access request, the incentive host 
server, and the transmission of the first identifier and the network server identifier (NID) 
corresponding to the access request to the incentive host server. 

B. MacNaughton fails to disclose determining at the incentive host server 

available incentives using at least the first identifier and the NID, wherein the 
NID is used to identify available incentives associated with the NID. 

Independent claims 1, 8, 11, and 18 each generally recite, inter alia, the feature of 
determining available incentives using the first identifier and the NID, and identifying available 
incentives associated with the NID. Independent claim 21 recites "identifying information 
including a first identifier and a network server identifier (NID)" and "wherein the identifying 
information is used by the incentive distribution module, at least in part, to identify available 
incentives associated with the NID." MacNaughton does not appear to disclose these features. 

In the Office Action (at pgs. 3, & 5-6), the Examiner alleges that MacNaughton discloses 
these features at: (1) col. 9, lines 1-41; (2) col. 6, line 25 - col. 7, line 61; and (3) col. 9, line 42 - 
col. 10, line 51. Applicant disagrees. Again, as recited above, MacNaughton does not discuss 
incentives. Moreover, nowhere in any of the cited passages does MacNaughton appear to 
disclose determining available incentives using a first identifier and an NID, and identifying 
available incentives associated with the NID. At best, MacNaughton teaches notifying users of 
capabilities that are associated with communities and indicating or referencing additional 
information content as well as interaction options or methods that may be of interest to the user. 
See MacNaughton, e.g., col. 7, lines 14-19. Neither this passage, nor the other passages in 
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MacNaughton relied upon by the Examiner, appear to constitute disclosure of determining 
available incentives using a first identifier and an NID, and identifying available incentives 
associated with the NED, as disclosed and claimed by Applicant in independent claims 1, 8, 11, 
18, and 21. 

Independent claim 21 recites that the identifying information, which includes a first 
identifier and a network server identifier (NID), is used by the incentive distribution module, at 
least in part, to identify available incentives associated with the NID. MacNaughton does not 
appear to disclose an incentive distribution module, nor does the Examiner set forth in the Office 
Action (at pg. 6) the specific portion of MacNaughton that discloses an incentive distribution 
module. 

For at least these reasons, the rejection of independent claims 1, 8, 11, 18, and 21 under 
35 U.S.C. § 102(e) is improper and should be withdrawn. If the rejection is maintained, 
Applicant requests that the Examiner identify the specific portions of MacNaughton that disclose 
determining available incentives using a first identifier and an NID, and identifying available 
incentives associated with the NID, and further identify the portion of MacNaughton that 
discloses an incentive distribution module. 

C. MacNaughton fails to disclose an incentive server database. 

Independent claims 1, 8, and 11 each generally recite, inter alia, the feature of wherein 
the NID is used to identify available incentives in an incentive server database associated with 
the NID. MacNaughton does not appear to disclose an incentive server database, wherein 
available incentives are associated with network server identifiers. For at least this reason, the 
rejection of independent claims 1, 8, 11, under 35 U.S.C. § 102(e) is improper and should be 
withdrawn. If the rejection is maintained, Applicant requests that the Examiner identify the 
specific portion of MacNaughton that discloses an incentive server database, wherein available 
incentives are associated with network server identifiers. 

For at least the reasons set forth above detailing the deficiencies of MacNaughton, the 
rejection of independent claims 1, 8, 11, 18, and 21 under 35 U.S.C. §102(e) is improper and 
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should be withdrawn. Applicant further submits that dependent claims 2-7, 9-10, 12-17, 19-20, 
and 22-33 are allowable because they depend from allowable independent claims, as well as for 
the further limitations they contain. 

Rejections Under 35 U.S.C. §103 

Claims 22-53 stand rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over MacNaughton in view of U.S. Patent No. 6,055,573 to Gardenswartz et al 
("Gardenswartz"). See Office Action, pg. 7, Tf6. Applicant traverses the rejection of claims 22- 
53 for at least the reason that the Examiner has failed to establish a prima facie case of 
obviousness. 

Three requirements must be met to establish a prima facie case of obviousness under 35 
U.S.C. §103(a). The requirements are: (1) the prior art must teach or suggest all the claims 
limitations; (2) there must be some suggestion or motivation, either in the references themselves, 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
references or combine reference teachings; and (3) there must be a reasonable expectation of 
success. MPEP §2142. 

A. Claims 22-33. 

Claims 22-24 depend from independent claim 1. Claims 25-27 depend from independent 

claim 8, and claims 28-30 depend from independent claim 11. In the Office Action, at pg. 7, |6, 

the Examiner concedes that MacNaughton does not specifically disclose using coupons, 

discounts, and awards. The Examiner relies on Gardenswartz, however, for a teaching of 

coupons, discounts, and awards, alleging that: 

It would have been obvious to one of the ordinary skill in the art at the time the 
invention was made to implement Gardenswartz' s teachings into the computer 
system of MacNaughton to process data transactions over the Internet because it 
would have tracked a consumer's online activity and thus delivered appropriate 
product information to consumes based on purchase history. See Office Action, 
pg. 8. 
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Applicant submits that there exists no teaching, suggestion, or motivation to modify 
MacNaughton to include the teachings of Gardenswartz. MacNaughton is directed to a system 
and method for enhancing a computer user's Internet browsing experience by determining a 
user's preferences and facilitating the user's interaction with a community of users (community 
members) sharing similar preferences via community content annotations related to on-line 
content, and via synchronous and asynchronous interactions with community members sharing 
similar preferences. See MacNaughton, e.g., col. 1, lines 8-16. Gardenswartz, by contrast, is 
directed to a method, system, and computer program product for communicating with a computer 
associated with a particular consumer, based on the consumer's offline purchase history. See 
Gardenswartz, e.g., col. 1, lines 15-20. The Examiner's stated motivation for applying the 
teachings of Gardenswartz to MacNaughton so that the system of MacNaughton can deliver 
appropriate product information to consumers based on purchase history is unsupported, as 
MacNaughton does not appear to be concerned with providing targeted advertisements and 
product information to users. 

Assuming arguendo that there was a teaching, suggestion, or motivation to combine the 
two references, the rejection would still be improper as MacNaughton and Gardenswartz, even 
when combined, fail to disclose, teach, or suggest all of the elements of claims 22-33. In 
particular, the addition of Gardenswartz fails to cure the deficiencies in MacNaughton articulated 
above by Applicant in the discussion of the rejection of independent claims 1, 8, 11, 18, and 21 
under 35 U.S.C. § 102(e). As such, Applicant submits that dependent claims 22-33 are allowable 
because they depend from allowable independent claims (1, 8, or 15), as well as for the further 
limitations they contain. 

B. Claims 34-53. 

Independent claims 34, 39, 44, 48, 52, and 53 each generally recite, inter alia, the features 
of receiving a network server identifier (NID) and a first identifier, and determining information 
regarding one or more coupons based at least in part on the network server identifier (NID) and 
the first identifier. In the Office Action, at pgs. 8-10, the Examiner relies on MacNaughton for 
these features and references the alleged rejections under 35 U.S.C. §102(e) over MacNaughton. 
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For example, in the Office Action at pg. 8., the Examiner recites that "fcjlaim 34 is rejected for 
the same reasons set forth in claim 1 above'' Applicant traverses the rejections of claims 34-53 
and maintains that the Examiner has failed to establish a prima facie case of obviousness. 

There exists no teaching, suggestion, or motivation to modify MacNaughton to include 
the teachings of Gardenswartz as discussed above with regard to the alleged rejection of claims 
22-33. Regardless, assuming arguendo that MacNaughton and Gardenswartz could be properly 
combined, the combination would still fail to disclose, teach, or suggest all of the elements of 
claims 34-53. In particular, the addition of Gardenswartz fails to cure the deficiencies in 
MacNaughton articulated above by Applicant in the discussion of the rejection of independent 
claims 1, 8, 11, 18, and 21 under 35 U.S.C. § 102(e). 

For at least the reasons set forth above, Applicant submits that none of the references 
cited by the Examiner, either alone or in combination, teach all of the limitations of independent 
claims 34, 39, 44, 48, 52, and 53. Accordingly, Applicant further submits that dependent claims 
35-38, 40-43, 45-47, and 49-51 are allowable because they depend from allowable independent 
claims, as well as for the further limitations they contain. 

Note regarding 37 C.F.R. S1.131 

Gardenswartz, which is relied upon by the Examiner for the rejection of claims 22-53 
under 35 U.S.C. §103(a), claims priority to a provisional patent application filed December 30, 
1998. Applicant's filing date for the above-referenced application is February 17, 1999 (less than 
two months after Gardenswartz' s earliest priority date). Although Applicant traversed the 
Examiner's rejection under 35 U.S.C. §103(a), Applicant expressly reserves the right to submit 
an appropriate oath or declaration, pursuant to 37 C.F.R. §1.131, to establish invention of the 
subject matter of rejected claims 22-53 prior to the effective date of Gardenswartz should the 
Examiner maintain the improper rejection. 

Newly Added Claims 54-59 

Newly added claims 54-59 are patentable for at least the reason that they include one or 
more of the features described above as missing from the references of record. 
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CONCLUSION 

Having addressed each of the foregoing rejections, it is respectfully submitted that a full 
and complete response has been made to the outstanding Office Action and, as such, the 
application is in condition for allowance. Notice to that effect is respectfully requested. 

If the Examiner believes, for any reason, that personal communication will expedite 
prosecution of this application, the Examiner is invited to telephone the undersigned at the 
number provided. 



Date: January 28, 2005 Respectfully submitted, 




Customer No. 00909 pillsbury winthrop llp 

P.O. Box 10500 
McLean, Virginia 22102 
Main: 703-905-2000 
Direct Dial: 703-905-2141 
Fax: 703-905-2500 
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